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DETAILED ACTION 

1 . Application Number 09/909,367 was filed 07/1 9/2001 . Claims 1 -28 are subject to 
examination. 

Drawings 

2. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: 13,15. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are 
required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is being amended. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as 
per 37 CFR 1 .84(c)) so as not to obstruct any portion of the drawing figures. If the 
changes are not accepted by the examiner, the applicant will be notified and informed of 
any required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 

In Figure 1, the reference numbers are missing as they are described in the 
specification. 

Specification 

3. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: "Method of Managing a change in an Electronic 
mail address within the system". 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim 1 is rejected under 35 U.S.C. 102(e) as being unpatentable by Tsuei et al. 
U.S. Patent # 6,654,779 (hereinafter Tsuei). 

4. As per claim 1 , Tsuei teaches a method of managing an update of an old email 
address to a new email address of a first client via a first system, the update being 
managed by a system for a second client, the method comprising: (abstract lines 1-15). 

Note: Thereby the reference teaches a method for managing Internet e-mail 
address changes where subscribers change ISP (update of an old e-mail to a new e- 
mail address). A computer system manages a database of stored records correlating a 
first e-mail address of an intended recipient, e.g. an old e-mail address, to a second e- 
mail address, e.g. a new e-mail address of the intended recipient (, the update being 
managed by a system for a second client). 

-providing inputted information of the update in the first system; (column 6 lines 
33-40). Note: Thereby the reference teaches EAMS contains an old address and 
a new address (inputted information of the update) for each address change registered 
with the EAMS and stored in the database. 
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-sending the inputted information from the first system to the second system via a 
communication network (Fig. 3) (column 6 lines 44-46), the inputted information 
representing the update of the old and new email address and identification of the first 
client (column 10 lines 54-60), the inputted information being recognizable by the 
second system; (column 6 lines 33-40) 

Note: The reference teaches EAMS connected to the Internet (communication 
network) and thus accessible by any ISP (first system & second system) that is 
connected to the internet and can send an receive e-mail messages. 

The reference also teaches the EAMS may require certain additional information 
from the consumer before creating a record correlating the given new email address to 
an old address (update of the old and new email address). This additional information 
may include the consumer's social security number, mother's maiden name, employer's 
ID number, and similar information (identification of the first client). 

The reference also teaches this address change information is sotred in the form 
of data record having a plurality of data fields, including an old e-mail address field and 
a new e-mail address field (the inputted information being recognizable by the second 
system). 

-configuring the information of the update into the second system to monitor 
outgoing email addresses of subsequent email jnessages ; (column 7 lines 32-46) 

Note: The reference teaches if the message is sent to an intended recipient at 
the old address, the message is returned to the sender ISP with an error message, 
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since there is no address match at old ISP (monitor outgoing email addresses of 
subsequent email messages). 

-sensing an outgoing email address of a subsequent email message sent from 
the second system; and (column 7 lines 32-46) 

Note: The reference teaches if the message is sent to an intended recipient at 
the old address, the message is returned to the sender ISP with an error message, 
since there is no address match at old ISP. (sensing an outgoing email address of a 
subsequent email message sent from the second system). 

-redirecting the subsequent email message to the new email address of the first 
client, if the outgoing email address is determined to be the old email address of the first 
client, (column 7 lines 32-46). 

Note: The reference teaches if a new address is found for the old address, then 
EAMS sends the new address back to sender ISP (if the outgoing email address is 
determined to be the old email address of the first client). With the new address, the 
sender ISP automatically forwards the message to the intended recipient at the new ISP 
and notifies the sender via e-mail of the intended recipient's new address (redirecting 
the subsequent email message to the new email address of the first client). 

5. As per claim 2, Tsuei teaches method of claim 1 , wherein providing inputted 
information includes providing an inputted monitoring program configured within the first 
and second systems (Fig 3), the monitoring program being capable of monitoring 
outgoing email address of subsequent email messages (column 7 lines 33-39), the 
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' monitoring program having a monitoring file configured to receive the inputted 
information of the update, (column 7 lines 40-46). 

The reference teaches if the message is sent to an intended recipient at the old 
address, the message is returned to the sender ISP with an error message, since there 
is no address match at old ISP (the monitoring program being capable of monitoring 
outgoing email address of subsequent email messages). The EAMS searches its 
database to see if it contains a record relating to the old address to a new address, 
(the monitoring program having a monitoring file configured to receive the inputted 
information of the update) 

6. As per claim 3, Tsuei teaches method of claim 2 wherein sending the inputted 
information includes sending the monitoring file having the inputted information, (column 
7 lines 35-39). 

7. As per claim 4, Tsuei teaches a method of claim 3 further comprising: 
-notifying the second client via the second system of the update, after sending 

the monitoring file; (column 7 lines 40-46) 

-requesting authorization from the second client to configure the monitoring 
program within the second system within the second system with the new email address 
after notifying the second client of the update; (column 7 lines 53-61) 

-receiving authorization from the second client to configure the monitoring 
program within the second system with the new email address; and (column 7 lines 65- 
67) (column 8 lines 1-4). 



Application/Control Number: 09/909,367 Page 7 

Art Unit: 2151 

-providing notification of the update of the outgoing mail address to the second 
system prior to the redirecting the subsequent mail message, if the outgoing email 
address is determined to be the old email address of the first client, (column 8 lines 5- 
12). 

8. As per claim 5, Tsuei teaches a method of claim 4 further comprising recognizing 
the inputted information in the monitoring file, (column 8 lines 12-19). 

9. As per claim 6, Tsuei teaches a method of claim 5 further comprising determining 
whether the outgoing email address is the old email address of the first client, (column 8 
lines 5-12). 

10. As per claim 7, Tsuei teaches a method of cliam 3, wherein the communication 
network includes a local area network, a metropolitan area network, and a wide area 
network. (Fig. 3) (column 6 lines 45-54) 

1 1 .As per claim 8, Tsuei teaches a method of claim 3 wherien the information of the 
update includes data indicative of the first client, (column 6 lines 60-67) (column 7 lines 
1-6) (Fig. 3) 

12. As per claim 9, Tsuei teaches a method of claim 8 wherein the information 
includes the old email address of the first client, the new email address of the first client, 
identification of the first client, effective date of the update and time period of the 
update, (column 10 lines 48-60) 

13. As per claim 10, Tsuei teaches a method of claim 4 further comprising confirming 
with the second client that the outgoing email address is the updated email address, 
after notifying the second client. (Column 7 lines 65-67) (Column 8 line 1) 
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14. As per claim 1 1 , Tsuei teaches a method of claim 10 further comprising receiving 
authorization from the second client to redirect the subsequent email message to the 
new address when confirmation is given by the second client. (Column 7 lines 65-67) 
(column 8 line 1) 

15. As per claim 12, Tsuei teaches a method of claim 3 further comprising notifying 
the second client via the second system of the update, (column 7 lines 43-46) 

16. As per claim 13, Tsuei teaches a method of claim 3 wherein the subsequent 
email messages are sent from the second system, (column 7 lines 43-46). 

17. As per claim 14, Tsuei teaches a method of claim 3 wherein second system 
recognizes the information of the update (column 7 lines 65-67) (column 8 lines 1-4). 

18. As per claim 15, Tsuei teaches a method of claim 3 wherein the subsequent 
email message is sent subsequent to sending the monitoring file, (column 7 lines 36-46) 

19. As per claim 16, Tsuei teaches a method of claim 3 wherein the first system 
includes a system of an internet carrier, a system of a harddrive for a central processing 
unit, a system of local area network, a system of a metropolitan area network, and 
system of a wide area network. (Fig. 3) (column 6 lines 45-54 lines 16-24) (coiumn4 
lines 34-46) 

20. As per claim 17, Tsuei teaches a method of claim 3 wherein the second system 
includes a system of an internet carrier, a system of a harddrive for a central processing 
unit, a system of local area network, a system of a metropolitan area network, and 
system of a wide area network. (Fig. 3) (column 6 lines 45-54 lines 16-24) 

21. As per claim 18, Tsuei teaches a method of making a change in an email 
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address of a first client via a first system, the change being made by a second system 
associated with an email address database, the method comprising: (abstract lines 1- 
15). 

-providing an inputted editing program configured within the first and second 
systems to edit a change of an old email address to a new email address of the first 
client within the email address database containing the old email address of the first 
client, (column 6 lines 33-40) (abstract lines 1-15) 

-sending from the first system an editing file of the editing program to the second 
system via a communication network(Fig. 3) (column 6 lines 44-46), the editing file 
being configured to receive inputted information of the change, the editing file having 
inputted information representing the change of the old and new email addresses and 
identification of the first client, the information being recognizable by the second system; 
(column 6 lines 59-64), (column 10 lines 48-60). 

-notifying the second client of the change via the second system; (column 7 lines 

40-46) 

-receiving authorization from the second client to edit the old email address in the 
email address database within the second system to the new email address; and 
(column 10 lines 38-47) 

-editing the old email address in the email address database within the second 
system to the new email address, (column 10 lines 47-60). 

22. As per claim 19, Tsuei teaches a method of claim 18 further comprising 
recognizing the inputted information in the sent monitoring file, (column 8 lines 12-19). 
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23. As per claim 20, Tsuei teaches a method of claim 18 further comprising 
requesting authorization form the second client to edit the old email address in the email 
address database within the second system to the new email address, (column 10 lines 
38-47) 

24. As per claim 21 , Tsuei teaches a method of claim 18 wherein the communication 
network includes a local area network, a metropolitan area network and a wide area 
network. (Fig. 3) (column 6 lines 45-54) 

25. As per claim 22, Tsuei teaches a method of claim 18 wherein the communication 
network is an Internet network, (column 6 lines 45-47) 

26. As per claim 23, Tsuei teaches a method of claim 18 wherien the information of 
the change includes data indicative of the first client, (column 6 lines 60-67) (column 7 
lines 1-6) (Fig. 3) 

27. As per claim 24, Tsuei teaches a method of claim 23 wherein the information 
includes the old email address of the first client, the new email of the first client, 
identification of the first client, effective date of the change, and time period of the 
change, (column 10 lines 48-60) 

28. As per claim 25, Tsuei teaches a method of claim 18 wherein the first system 
includes a system of an Internet carrier, a system of a hard-drive for a central 
processing unit, a system of local area network, a system of a metropolitan area 
network, and system of a wide area network. (Fig. 3) (column 6 lines 45-54 lines 16-24) 
(column 4 lines 34-46) 

29. As per claim 26, Tsuei teaches a method of claim 18 wherein the second system 
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includes a system of an Internet carrier, a system of a hard-drive for a central 
processing unit, a system of local area network, a system of a metropolitan area 
network, and system of a wide area network. (Fig. 3) (column 6 lines 45-54 lines 16-24) 
30. As per claim 27, Tsuei teaches a system for managing an update of an old email 
address to a new email address of a first client via a first system, the update being 
managed by a system for a second client, the method comprising: (abstract lines 1-15). 

Note: Thereby the reference teaches a method for managing Internet e-mail 
address changes where subscribers change ISP (update of an old e-mail to a new e- 
mail address). A computer system manages a database of stored records correlating a 
first e-mail address of an intended recipient, e.g. an old e-mail address, to a second e- 
mail address, e.g. a new e-mail address of the intended recipient (the update being 
managed by a system for a second client). 

-a first mechanism for providing an inputted monitoring program configured within 
the first and second systems (Fig 3), the monitoring program being capable of 
monitoring outgoing email address of subsequent email messages;(column 7 lines 33- 
39) 

Note: The reference teaches if the message is sent to an intended recipient at 
the old address, the message is returned to the sender ISP with an error message, 
since there is no address match at old ISP (the monitoring program being capable of 
monitoring outgoing email address of subsequent email messages) 

■ 

-a second mechanism for sending from the first system a monitoring file of the 
monitoring program to the second system via a communication network (Fig. 3) 
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(column 6 lines 44-46), the monitoring file being configured to receive inputted 
information of the update, the monitoring file having inputted information representing 
the update of the old and new email addresses and identification of the first client, the 
information being recognizable by the second system; (column 6 lines 59-64), (column 
10 lines 48-60) 

-a third mechanism for configuring the information of the update into the 
monitoring program within the second system to monitor outgoing email addresses of 
subsequent email messages; (column 7 lines 32-46) 

Note: The reference teaches if the message is sent to an intended recipient at 
the old address, the message is returned to the sender ISP with an error message, 
since there is no address match at old ISP (monitor outgoing email addresses of 
subsequent email messages). 

-a fourth mechanism for sensing an outgoing email address of a subsequent 
email message sent from the second system; and (column 7 lines 32-46) 

Note: The reference teaches if the message is sent to an intended recipient at 
the old address, the message is returned to the sender ISP with an error message, 
since there is no address match at old ISP. (sensing an outgoing email address of a 
subsequent email message sent from the second system). 

- a fifth mechanism for redirecting the subsequent email message to the new 
email address of the first client, if the outgoing email address is determined to be the old 
email address of the first client, (column 7 lines 32-46). 
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Note: The reference teaches if a new address is found for the old address, then 
EAMS sends the new address back to sender ISP (if the outgoing email address is 
determined to be the old email address of the first client). With the new address, the 
sender ISP automatically forwards the message to the intended recipient at the new 
ISP and notifies the sender via e-mail of the intended recipient's new address 
(redirecting the subsequent email message to the new email address of the first client). 

31 .As per claim 28, Tsuei teaches a system for making a change in an email 
address of a first client via first system, the change being made by a second system for 
a second client, the second system associated with an email address database, the 
system comprising: 

-a first mechanism for providing an inputted editing program configured within the 
first and second systems to edit a change of an old email address to a new email 
address of the first client within the email address database containing the old email 
address of the first client. (Column 6 lines 33-40) (Abstract lines 1-15) 

-a second mechanism for sending from the first system an editing file of the 
editing program to the second system via a communication network(Fig. 3) (column 6 
lines 44-46), the editing file being configured to receive inputted information of the 
change, the editing file having inputted information representing the change of the old 
and new email addresses and identification of the first client, the information being 
recognizable by the second system; (column 6 lines 59-64), (column 10 lines 48-60). 

-a third mechanism for notifying the second client of the change via the second 
system; (column 7 lines 40-46) 
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-a fourth mechanism for receiving authorization from the second client to edit the 
old email address in the email address database within the second system to the new 
email address; and (column 10 lines 38-47) 

-a fifth mechanism for editing the old email address in the email address 
database within the second system to the new email address. (Column 10 lines 47-60). 

Conclusion 

32. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

33. A shortened statutory period for response to this action is set to expire 3 (three) 
months and 0 (zero) days from the mail date of this letter. Failure to respond within 
the period for response will result in ABANDONMENT of the applicant (see 35 U.S.C 
133, M.P.E.P 710.02, 710.02(b)). 

34. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dhairya A Patel whose telephone number is 703-305- 
0457. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Zarni Maung can be reached on 703-305-6687. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 09/909,367 



Page 1 5 



Art Unit: 2151 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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